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- 77ie MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 23 March 2004 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) £3 Claim(s) 1,8 and 9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1,8 and 9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 



Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claim 1 , drawn to a catalyst classified in class 504, various subclasses 

II. Claims 8 and 9, drawn to methods for producing an unsaturated carboxylic 
acid and unsaturated nitrile classified in class 562 subclass 523+. 

Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the processes can be 
preformed with other catalysts, such as those described in the background section of 
the instant specification. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper. 
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Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Marcella Bodner on September 23, 2004 a 
provisional election was made with traverse to prosecute the invention of Group II 
claims 8 and 9. Affirmation of this election must be made by applicant in replying to this 
Office action. Claim 1 is withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

Priority 

An application in which the benefits of an earlier application are desired must 
contain a specific reference to the prior application(s) in the first sentence of the 
specification or in an application data sheet (37 CFR 1 .78(a)(2) and (a)(5)). The 
specific reference to any prior nonprovisional application must include the relationship 
(i.e., continuation, divisional, or continuation-in-part) between the applications except 
when the reference is to a prior application of a CPA assigned the same application 
number. 



Application/Control Number: 10/807,069 



Page 4 



Art Unit: 1621 

Applicant is required to update this information with relevant information. 

Arrangement of the Specification 

Applicant is requested to conform the Specification to the requirements set forth 
in M.P.E.P. § 608.01 (a) and 37 C.F.R. 1 .77 for arrangement of applications. 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 8 and 9 arerejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 8 and 9 recite admixing a seeding effective amount of an orthorhombic 
phase mixed metal oxide seed. However, it is unclear what the seed comprises. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,380,933 to Ushikubo et al. (US 933). 

The claims are drawn to a process for producing an unsaturated carboxylic acid 
which comprises subjecting an alkane, or a mixture of an alkane and an alkene, to a 
vapor phase catalytic oxidation reaction in the presence of an orthorhombic phase 
mixed metal oxide catalyst, produced by a particular process comprising admixing 
compounds of elements A, V, N and X and at least one solvent to form a solution [see 
definitions in claim 8]. 

US 933 teaches a method for producing an unsaturated carboxylic acid, which 
comprises subjecting an alkane to a vapor phase catalytic oxidation reaction in the 
presence of a catalyst containing a mixed metal oxide comprising, as essential 
components, Mo, V, Te, O and X wherein X is at least one element selected from the 
group consisting of niobium, tantalum, tungsten, titanium, aluminum, zirconium, 
chromium, manganese, iron, ruthenium, cobalt, rhodium, nickel, palladium, platinum, 
antimony, bismuth, boron, indium and cerium, 

US 933 teaches, in example 1, that ammonium metavanadate was dissolved, 
and 23.6 g of telluric acid and 78.9 g of ammonium paramolybdate were sequentially 
added thereto to obtain a uniform aqueous solution. Further, 117.5 g of an aqueous 
solution of ammonium niobium oxalate having niobium concentration of 0.456 mol/kg, 
was mixed thereto to obtain a slurry. This slurry was heat-treated to remove water and 
obtain a solid. This solid was molded by a tabletting machine into a tablet, which was 
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then pulverized, sieved to from 16 to 28 mesh and calcined in a nitrogen stream at 600 
C. for two hours. 

US 933 fails to explicitly teach a step of admixing a seeding effective amount of 
an orthorhombic phase mixed metal oxide seed substantially free of hexagonal phase 
mixed metal oxide with said solution to form a seeded solution. 

However, the reference does teach addition of a solution of ammonium niobium 
oxalate to the mixture. Therefore, based on the above, US 933 teaches the elements of 
the claimed invention with sufficient guidance, particularity, and with a reasonable 
expectation of success, that the invention would be prima facie obvious to one of 
ordinary skill (the prior art reference teaches or suggests all the claim limitations with a 
reasonable expectation of success. See M.P.E.P. § 2143). 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent No. 5,281 ,745 to Ushikubo et al. (US 745). 

The claims are drawn to a process for producing an unsaturated nitrile which 
comprises subjecting an alkane, or a mixture of an alkane and an alkene, to a vapor 
phase catalytic oxidation reaction in the presence of an orthorhombic phase mixed 
metal oxide catalyst, produced by a particular process comprising admixing compounds 
of elements A, V, N and X and at least one solvent to form a solution [see definitions in 
claim 9]. 
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US 745 teaches a process for producing a nitrile, which comprises subjecting an 
alkane and ammonia in the gaseous state to catalytic oxidation in the presence of a 
catalyst. 

The patent teaches in example 1 that ammonium metavanadate was dissolved, 
and 4.13 g of telluric acid and 15.89 g of ammonium paramolybdate were sequentially 
added thereto to obtain a uniform aqueous solution. Further, 3.99 g of ammonium 
niobium oxalate was dissolved in 17.9 ml of water and added thereto to obtain a slurry. 
The obtained slurry was evaporated to dryness at about 150.degree. C. to obtain a 
dried product. 

US 745 fails to explicitly teach a step of admixing a seeding effective amount of 
an orthorhombic phase mixed metal oxide seed substantially free of hexagonal phase 
mixed metal oxide with said solution to form a seeded solution. 

However, the reference does teach addition of a solution of ammonium niobium 
oxalate to the mixture. Therefore, based on the above, US 745 teaches the elements of 
the claimed invention with sufficient guidance, particularity, and with a reasonable 
expectation of success, that the invention would be prima facie obvious to one of 
ordinary skill (the prior art reference teaches or suggests all the claim limitations with a 
reasonable expectation of success. See M.P.E.P. § 2143). 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571 ) 272- 
0645. The examiner can normally be reached on Monday-Friday (alternate). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on (571 ) 272-0646. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 



1235. 



Karl J. Puttlitz 
Assistant Examiner 




JohffinR, Richter, Ph.D., Esq. 
^Supervisory Patent Examiner 
Biotechnology and Organic Chemistry 
Art Unit 1621 
(571)272-0646 



